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- The MAILING DATE of this communication appears on the cov r sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication^) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) 13 Claim(s) 1-38 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-8.10.11 and 31-38 is/are rejected. 

7) M Claim(s) 9 and 12-30 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 18 January 2002 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0. 

a)0 All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
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2) CI Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4 . 6) Q Other: 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-7, 10-11, and 32-36 are rejected under 35 U.S.C. 102(b) as being 
anticipate by Booth et al. (USP 5,922,079). 

Regarding claim 1, Booth et al. teach an automated analysis and troubleshooting 
system is provided that identifies potential problems with the test suite, and also 
identifies probable modeling errors based on incorrect diagnoses (Col. 5, lines 35-40), 
the method comprising step of evaluating a diagnostic efficacy of the test suite using a 
probability of a diagnosis (Col.1 1 , lines 24-64). 

Regarding claim 32, Booth et al. teach a test system that that identifies potential 
problems with the test suite, and also identifies probable modeling errors based on 
incorrect diagnoses comprising: a processor (Col.6, lines 66-67); a memory (Col. 7, lines 
52-55); and a computer program stored in the memory and executed by the processor, 
wherein the computer program comprises instructions that, when executed by the 
processor, implement evaluating the test suite using a probability of a diagnosis to 
determine the efficacy (Col.6, lines 61-65, Col.7, lines 10-18). 
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Regarding claims 2, 33, Booth et al. teach the evaluation comprises suggesting a 
test to add to the test suite to adjust an overall test coverage of the test suite (Col. 6, 
lines 38-45, Col.11, lines 29-35). 

Regarding claims 3, 35, Booth et al. teach suggesting a test comprises: creating 
a simulation database 124 of the test suite; determining a probability of a correct 
diagnosis (Col.6, lines 49-54) and a probability of an incorrect diagnosis for the test 
suite using the database (Col. 9, lines 33-61); and creating a list of suggested tests from 
the determined probabilities (Col. 10, line 66-Col.1 1 , line 35). 

Regarding claim 4, Booth et al. teach each suggested test on the list comprises 
test coverage (Col.1 1 , lines 29-31 ). 

Regarding claims 5-7, 10, 36, Booth et al. teach identifying a test to delete from 
the test suite (Col. 10, line 66-C0I.1 1 , line 15), determining a probability of a correct 
diagnosis for a modified test suite using the database (Col.1 1 , lines 24-35, lines 67), the 
modified test suite (Col. 10, lines 66-67) having a selected test removed from the test 
suite (Col.1 1 , lines 4-10); computing an efficacy value associated with the selected test 
using the determined probabilities of a correct diagnosis for the test suite and the 
modified test suite (Col. 5, lines 49-59); and generating a list of deletable tests and 
associated efficacy values (Col.9, lines 38-40, Col.1 1, lines 15-19). 

Regarding claims 1 1 , 34, Booth et al. teach the method of evaluating a diagnostic 
efficacy of the test suite using a probability of a diagnosis (Col.1 1 , lines 24-64); creating 
a simulation database 124 of the test suite; determining a probability of a correct 
diagnosis (Col.6, lines 49-54) and a probability of an incorrect diagnosis for the test 
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suite using the database (Col.9, lines 33-61); using the determined a probability to 
evaluate the test suite (Col.9, lines 14-19). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 8, 32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Booth et al. (USP 5,922,079) in view of Kanevsky et al. (USP 6,167,352). 

Regarding claim 8, Booth et al. fail to teach step of determining a probability for a 
modified test suite is repeated for a plurality of modified test suites, each modified test 
suite of the plurality being the test suite having a different selected test removed. 

Kanevsky et al. teach step of determining a probability for a modified test suite is 
repeated for a plurality of modified test suites, each modified test suite of the plurality 
being the test suite having a different selected test removed (Col.9, lines 57). 

Regarding claim 32, Kanevsky et al. teach a Monte Carol simulation (Col.4, lines 
40-52, Col.5, lines 18-30). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include step of step of determining a probability for a modified 
test suite is repeated for a plurality of modified test suites, each modified test suite of 
the plurality being the test suite having a different selected test removed as taught by 
Kanevsky et al. in an automated analysis and troubleshooting system for identifying 
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potential problems with the test suite of Booth et al. for purpose of providing an 
automated tools for selection of one or more next tests to apply to a device under test 
(Kanevsky etal., Col.1, lines 9-11). 

5. Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over Booth et 
al. (USP 5,922,079) in view of Preist et al. (USP 5,808,919). 

Regarding claim 38, Booth et al. fail to teach a list of respective tests, the lists 
being represented in one or both of human readable form or machine readable form. 

Preist et al. teach a list of respective tests, the lists being represented in human 
readable form (Col.6, lines 30-41 ). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include a list of respective tests, the lists being represented in 
human readable form as taught by Preist et al. in an automated analysis and 
troubleshooting system is provided that identifies potential problems with the test suite 
of Booth et al. for purpose of providing a diagnostic system for diagnosing the cause of 
failures of functional tests made on a system under test wherein the system under test 
comprises a plurality of interacting components and wherein the diagnostic system 
comprises means for interpreting test results according to a set of operations which are 
involved in carrying out the tests (Preist et al., Col.1, lines 61-67). 

Allowable Subject Matter 

6. Claim 9, 12-30 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 



Application/Control Number: 10/053,748 Page 6 

Art Unit: 2863 

The following is a statement of reasons for the indication of allowable subject 

matter: 

Regarding claim 9, none of the prior art of record teaches or suggests the 
combination of a method of determining a revision of a test suite of a model-based 
diagnostic testing system, wherein the method comprising step of evaluating a 
diagnostic efficacy of the test suite using a probability of a diagnosis, wherein the 
evaluation comprises identifying a test to delete from the test suite, the deletable test 
having a minimal effect on an overall diagnostic efficacy of the test suite, wherein 
identifying a test comprises step of determining a probability of a correct diagnosis for a 
modified test suite using the database, wherein the modified test suite is the test suite 
having a selected test removed; computing an efficacy value for the modified test suite 
using the determined probabilities; and generating a list of deletable tests using the 
computed efficacy values, wherein step of determining a probability for a modified test 
suite is repeated for a plurality of modified test suites, each modified test suite of the 
plurality being the test suite having a different selected test removed, wherein the 
selected test associated with the modified test suite having a low computed efficacy 
value relative to other modified test suites is the deletable test. 

Regarding claim 12, none of the prior art of record teaches or suggests the 
combination of a method of evaluating a diagnostic efficacy of a test suite of a model 
based diagnostic testing system, wherein the method comprising step of creating a 
simulation database of the test suite, wherein creating a simulation database comprises 
step of simulating an application of the test suite to a device under test, the device 
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under test comprising one or more components; and recording a probable result of the 
application in the simulation database, the simulation database being represented by a 
table having a plurality of columns and a plurality of rows, the plurality of columns 
comprising a component pattern, a test result pattern, and a number of occurrences, 
wherein the component pattern encodes which component is good or bad, each 
component of the device under test being represented by a unique position number 
within the component pattern, wherein the test result pattern encodes which of the tests 
of the test suite failed or passed, each test in the test suite being represented by a 
unique position within the test result pattern, wherein the number of occurrences 
represents a number of times that a given combination of the component pattern and 
the test result pattern occurred during a simulation, the number of occurrences being an 
integer greater than or equal to zero, and wherein each row of the plurality of rows 
corresponds to a different unique pattern of good and bad components. 

Contact Information 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Le whose telephone number is (703) 605-4361 . 
The examiner can normally be reached on Monday to Friday from 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. John Barlow, can be reached at (703) 308-3126. The facsimile number 
for Technology Center 2800 is (703) 308-5841 . 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist of the Technology Center whose 
telephone number is (703) 308-0956. 



John Le 

Patent Examiner-Group 2863 
June 13, 2003 
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